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I - the MAILING DATE of this communication appears on the cover sheet with the correspondence address -■ 

! Period for Reply 

I A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
j THE MAILING DATE OF THIS COMMUNICATION. 

j after SIX (6) MONTHS from the maiting date of n>is communiciitioti, 

- II ttio pcricx) for reply specified above is less than tl)irly (30) days, a leply wittiin the statutory rnrnimum ol ihirty (30) days will ho considered timely 

I - If NO period for reply is specified above, the maxrinuni slnliiloiy period vjril apply and will exprre SIX (6) lylOt\!THS from the mailing dale of this corrirtiunication. 

- Failure to reply within the set or extended ix^riod for reply will, by staHite, cause lh(; application to liocomc ABANDONED (35 U.S.C § 133) 

; earned'^paUiril leirn Hdii'sl'rifjnl See 37 CFR 1 704(b), 

Status 

! 1)0 Responsive to communication(s) filed on . 

2a)C] This action is FINAL. 2b)|3 This action is non-fifial 

3)0 Since this application is in confdition for allowance except for foimal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G 213. 
' Disposition of Claims 

i 4)13 Claim(s) 27-39 is/are pending in the application. 

i 4a) Of the above claim(s) is/are withdrawn from consideration. 

I 5)\3 Claim(s) is/are allowed. 

; 6)[EI Claim(s) 21-39 is/are rejected, 
j 7)0 Claim(s) is/are objected to. 

! 8)Q Claim(s) are subject to restriction and/or election requirement. 

^ Application Papers 

I 9)1111 The specification is objected to by the Examiner 

1 0)13 The drawing(s) filed on is/are a)[J accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawmg(s) be held in abeyance. See 37 CFR 1 , 85(a), 

1 !)□ The proposed drawing correction filed on is: a)^ approved b)n disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 
1 12)G The oath or declaration is objected to by the Examiner, 
i Priority under 35 U.S.C. §§ 119 and 120 

1 3)[3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f) 
i a)l3 All b)D Some * c)n None of: 

I 1 .n Certified copies of the priority documents have been received. 

2.S CertifietJ copies of the priority documents have been receivea in Application No 07/518.935 . 

I 3.n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

i 14)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C § 1 19(e) (to a provisional application) 
a) □ The translation of the foreign language provisional application has been received. 
15)IE1 Acknowledgment is made of a claim for domestic priority under 35 U.S.C §§ 120 and/or 121. 

Attachment(s> 

1) 13 Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) Q Information Disclosure Sta<ement(s) (PTO-1449) Paper No(s) _ 6) □ Other 
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The following is a quotation of 35 U S.(\ 103(a) wiiich forms the basis for alt 
obviousness rejections set forth in this Office action: 

(a) A palont may nut he obUiincd thouiih ihc iiiwiUiou iS not idonticalh ilisckxscd or dcscnlicd as set Ibrth iii 
seelion 102 ofllns Utle. it'llie dilTerenees liet\\ecn tiie suliiecl matloi souyihl lo be patented and the jnior ail are 
siieli that tile siihjeet matter as a whole would lia\e been oh\iiH!s at [he time the nuenlion was made to a person 
having oi(iaiar\ skill in the art to v\hieh said subiect matter pertains I'aleiuahilitv sliall not be nc<>a1ived by the 
manner m which the ni\enlion was made 

The follow ing is a quotation of the appropriate paragraphs of 35 L'.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person sliall be enlilled lo a i)ateiit unless 

i b ) the mveiUion was patented or desenbed in a printed piiblieatfon in this or a t'orei;jii eouiilr\ or in pubhe use or on 
sale 111 tins eountr\, more llian one sear prior lo the dale of application tor patent ui ihe United Stales 

Claims 21-25, 27-34 and 36-39 arc rejected under 35 U S C 102(b) as anticipated by or, 
in the alternative, under 35 l; S (.\ 103(a) as obvious over Japanese Patent Document '299 

fhe claim of the instant case differ from those of the patented Parent Application in that 
they no longer exclude alkali and are not limited to a pH of less than 8 0. They now include a 
pi 1 of 8.0 which is taught by the Japanese Patent Document "299. Japan '299 teaches dislodging 
ink from waste paper during pulping (disintegration) using an enzyme at a pi I of 8 0. see page 2 
of the translation, last line. See F.xample 2 for old newspaper. See page 3, lines 4-5, for 
temperatures of 40-90 "C for 0 5-360 minutes 

Claims 21-39 are rejected under 3 5 IJ S.C 103(a) as being unpatentable over Japanese 
Patent Document ~299 if necessary with CAYl.l-; ct al 

Japan '299 teaches the use of cellulase as a deinking agent and teaches using a pH of 8 0. 
The bottom of page 2 states "cellulasc . can be used . without aivy special restriction, although 
alkaline cellulase is especially prcterred (Emphasis added) Clearly this reference encompasses 
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use of non alkaline ceiliilase. and page 4, lines 6-8 state acid or alkali can be added, and that the 
invention is not restricted to the examples. The first claim teaches ceilulase alone as a deinking 
agent Although page 3 says you may get better effect using a surfactant, etc, Hncs 14 and 1 5 
clearh teaches celjuiasc decomposes the slurry and provides an excellent deinking effect Uj^yci!! 
necessary, (\A,YLL: et a! is cited to teach ceilulase enzymes from I ru hodeniia vindc Lacid 
enzymes) are known to aid in disintegration of vvaste paper including newsprint. Thus to ha\ e 
used such a ceilulase in a medium ha\ ing no added alkali would have been prima facie obvious 
to one of ordinary level of skill in the art, in fact Japan '209 says any ceilulase without restriction 
may be used for deinking If necessary CAYLH teaches 7.5-80% water, e g consistency of 20- 
25%. see claim 1 ofCAYLL ci al. 

Claims 27 and 37 are rejected under 35 l.i.S.C, 102(b) as anticipated by or, in the 
alternative, under 35 \] % C 103(a) as obvious over (}B 2,231,595 

The specillc end point of a pH of 7.0 was not disclosed in the Parent Application it was 
llr.^t disclosed in (MP Application 08/2.>9,3 13, filed 5/6/1994. now Patent No. 5.785,809 (Manns 
27 and 37 have an etTective llling date of 5/6/1994 

The GB Patent is the equivalent of the parent Application (07/5 1 8,935) and teaches 
everything except using a pll of 7 0 However, the claims include a pH of 3.0 which is 
specifically disclosed in the (jB Patent, see page 4, line 17 of the Ci.B. Patent 

Claims 26 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
2,23 1,595 m view of (\'\Yl.li et al. 
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The use ol' I richoJerma viriJe ovAspre^illiisnigcr were not disclosed in the parent 
Application 07/5 1 8.935 These enzymes were first di.sclci.sed in CIP Application 08/239,3 1 3, filed 
5/6/1994, now Patent No 5,785.809 Claims 26 and 35 have an eflective filing date of 5/6/1994. 

The (jB Patent is the equivalent of the parent Application (07/518,935) and teaches 
everything except using I ricluKk'nna viruk' ov As/)reg!llii.\ nigcr as the enzyme C.AYl .F, et al 
teaches cellulase enzymes from Trichoilcnva viriih' are known to aid in disintegration of waste 
paper including newsprint It would have been obvious to use the enzyme of (\-\Yl. I', ct al as the 
disintegrating enzyme of the GB Patent 

The nonstatutoiy double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustiiled or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees See /// rt- ( 'looclniaii. I 1 i' 3d 1046, 29 USPQ2d 2010 (l-cd. 
Cir 1993), In re /.ofii^i, 759 f .2d 887, 225 L'SPQ 645 (t'ed Cir 1985); /// re Van Ornum, 686 
F 2d 937. 214 L'SPQ 761 (CCPA 1982): /// re l o^el., 422 F 2d 438. 164 I 'SPQ 619 {CCPA 
i970);and. In re Thorin^iloiK 418 F 2d 528. 163 L'SPQ 644 ((XM>A 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR I 321(c) may be used to 
overcome an actual or piovisional rejection based on a nonstatuloiT double patenting ground 
provided the conHicting application or patent is shown to be commonly owned with this 
application See 37 CFR 1 130(b) 

Fffcctive January 1, 1994. a registered attorney or agent of record may sign a terminal 
disclaimer. A lerirfmal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 21-39 are rejected under the judicially created doctrine of obviousness-type 
double patentmg as being unpatentable over all the claims of U S Patent No 5,785,809 
Although the conflicting claims are not identical, thex. are not patcntably distinct from each other 
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because they only differ in scope^ I hc instant claims are broader as they do not exclude the use 
ofalkali. They also are not limited to a pH of less then 8 0 The instant claims arc obvious over 
the claims of Patent No 5,785,809 

When tiling an "OfficiaT" !■ AX in (iroup 1 7M). please indicate in the Header (upper 
right) "Onicial" for papers that arc to be entered into the file The "Official" FAX phone 
numbers for this TC 1 700 arc 

Non-Final Fax: (703) 872-9310 After Final FAX: (703) 872-9311. 

When filing an "liiiofficiai" FAX in (Jroup 1730. please indicate in the Header (upper 
right) "rnoirK-iar" for Draft Documents and other Communications with the PTC) that are not 
for entry into the file of the application. This will expedite processing of your papers The 
"I'nonicial"' FAX phone number for this Art Unit ( 1 73 1 ) is (703) 305-71 1 5. 

Any inquiry concerning this communication or earlier communications from the primaiy 
examiner should be directed to Steve Alvo whose telephone number is (703) 308-2048. The 
li.xaminer can normally be reached on Monda> - I riday from 6:00 .AM - 2:30 P.M (I'.S i ). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr Steve (ii iffln. can be reached on 70.V.i08-l 164 

Any inquiry of a general nature or relating lo the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is 703-308-0661 
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